
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the application of: 



Attorney Docket No. : 2267.42 1 -US-02 



David L. Halbmaier 



Confirmation No.: 1327 



Application No.: 



09/884,450 



Examiner: Perrin, Joseph L 



Filed: 



June 18, 2001 



Group Art Unit: 1746 



For: WAFER CONTAINER WASHING APPARATUS 



APPLICATION FOR PATENT TERM ADJUSTMENT INCLUDING 
REQUEST FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT 
INDICATED IN NOTICE OF ALLOWANCE (37 CFR $ 1.705) 

Mail Stop Issue Fee 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



1 . This is a request for reconsideration of the patent term adjustment of 95 days indicated 
in the Determination of Patent Term Adjustment Under 35 U.S.C. 154(b) that was 
attached to the Notice of Allowance and Fee(s) Due mailed on March 31, 2004. It is 
respectfully requested that applicants be afforded a patent term adjustment of 167 
days. 

2. The issue fee has not yet been paid. 

3. Applicant submits herewith a "Statement of the Correct Patent Term Adjustment: 



Basis(es) Under § 1.702 For the Adjustment" (37 C.F.R. § 1.705(b)(2)(i), (ii), and 



(iv)). 



Application No.: 09/884,450 



4. Any patent granted on this application (37 C.F.R. § 1.705(b)(iii)) is not subject to a 
terminal disclaimer. 

5. As to any circumstances during the prosecution of this application constituting a 
failure to engage in reasonable efforts to conclude processing or examination of the 
above-identified patent application as set forth in § 1.704 (37 C.F.R. § 
1.705(b)(2)(iv)), Applicant's delays are set out in the attached "Statement of the 
Correct Patent Term Adjustment: Basis(es) Under § 1.702 For the Adjustment." 

6. The fee set forth in § 1.18(e) ($200), required by 37 C.F.R. § 1.705(b)(1) is requested 
to be charged to Deposit Account No. 16-063 1 . 



I hereby certify that this document is being deposited with the United States Postal Service with sufficient postage as first 
class mail in an envelope addressed to: Mail Stop Issue Fee, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 



Respectfully submitted, 




Scott G. Ulbrich 
Registration No. 48,005 



CERTIFICATE OF MAILING 



22313-1450 on 




June 30. 2004 



Date of Deposit 



Scott G. Ulbrich 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the application of: 



Attorney Docket No.: 2267.421-US-02 



David L. Halbmaier 



Confirmation No.: 1327 



Application No.: 



09/884,450 



Examiner: Perrin, Joseph L 



Filed: 



June 18, 2001 



Group Art Unit: 1746 
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STATEMENT OF THE CORRECT PATENT TERM ADJUSTMENT: 
BASISfESI UNDER S 1.702 FOR THE ADJUSTMENT 
37 C.F.R. § 1.705(b¥2¥f). (in. and (iv) 

Mail Stop Issue Fee 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



This statement is being submitted in support of the "APPLICATION FOR PATENT TERM 
ADMJUSTMENT INCLUDING REQUEST FOR RECONSIDERATION OF PATENT TERM 
ADJUSTMENT INDICATED IN NOTICE OF ALLOWANCE (37 CFR § 1.705)" to which this 
statement is attached. 

I. 37 C.F.R. $ 1.705(b)(2)(i) 

The patent term adjustment on the Determination of Patent Term Adjustment Under 35 
U.S.C. 154(b) that was attached to the Notice of Allowance and Fee(s) Due is 95 days. This 
determination of 95 days is an error, due to improper "Palm" entries by the USPTO, which 
resulted in an erroneous calculation of applicant delay ("APPL") of 134 days (61+7+66). 
Instead, Applicant's delays should only total 62 days (49+7+6). In addition, USPTO delays 



Sir: 



should total 229 days for failure to meet the 14-Month PTO First Action Guarantee under 35 
U.S.C. 154(b)(l)(A)(i); 37 C.F.R. 1.702(a)(1), 1.703(a)(1), and 116 days for failure to meet the 
3-Year PTO Issue of Patent Guarantee under 35 U.S.C. 154(b)(1)(B); 37 C.F.R. 1.702(b), 
1.703(b). 

It is respectfully submitted, therefore, that the correct patent term adjustment under § 

I. 702 is 167 days after Applicant elects to take the longer of the two USPTO periods of delay 
(229 days over 116 days). 

II. The basis(es) on which Applicant seeks adjustment and the factual circumstances of 
Applicant's delays pursuant to 37 C.F.R. $ 1.705(b)(2)(ii) and (iv) are as follows: 

A. The indication of Applicant's delays listed as 61 days on the Patent Term 
Adjustment History should be reduced to 49 days. 

The Patent Term Adjustment History lists January 14, 2002 as the date satisfying 
Applicant's 3-Month obligation to respond to the Notice to File Missing Parts of Nonpro visional 
Application. (See Patent Term Adjustment History, Item 7.) However, this listed date is an 
error. Instead, the 3 -Month obligation was satisfied on January 2, 2002. 

More specifically, a Notice to File Missing Parts on Nonprovisional Application was 
mailed by the USPTO on August 14, 2001, as evidenced by the enclosed copy. A Response To 
Notice To File Missing Parts On Nonprovisional Application was filed on January 2, 2002, as 
evidenced by the enclosed copy of the postcard receipt therefore, thereby delaying 49 days, not 
61 days. The January 14, 2002 date for Item 7 (Application is Now Complete) of the Patent 
Term Adjustment History for application Serial No. 09/884,450 (a copy of which is enclosed) is 
thus an error. The correct date is January 2, 2002. The application was thus complete on 
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January 2, 2002, not on January 14, 2002, as erroneously indicated on the Patent Term 
Adjustment History, and Applicant's delays should be 49 days, not 61 days. 

B. The delay listed on the Patent Term Adjustment History of 7 days is correct. 

A Non-Final Office Action was mailed on April 4, 2003 and Applicant's response via 
Amendment was filed on July 11, 2003. This resulted in an Applicant delay of 7 days. 
Therefore, the listed Applicant delay of 7 days on the Patent Term Adjustment History is correct. 

C. The indication of Applicant's delays listed as 66 days on the Patent Term 
Adjustment History should be reduced to 6 days. 

The Patent Term Adjustment History lists February 20, 2004 as the date satisfying 
Applicant's 3-Month obligation to respond to the Final Office Action. (See Patent Term 
Adjustment History, Item 25.) This listed date is an error. Instead, the 3-Month obligation to 
respond to the Final Office Action for purposes of calculating patent term adjustment was 
satisfied on December 22, 2002. Applicant's February 20, 2004 response should be used for 
calculating time of response to the Advisory Action under 35 U.S.C. 154(b)(2)(C)(ii); 37 C.F.R. 
§ 1.704(b). 

Specifically, a Final Office Action was mailed by the USPTO on September 16, 2003, as 
evidenced by the enclosed copy. A response via Amendment After Final Rejection was filed on 
December 22, 2003, as evidenced by the enclosed copy of the postcard receipt therefore, thereby 
delaying 6 days, not 66 days. Advisory Action was subsequently mailed on January 23, 2004, as 
evidenced by the enclosed copy. Applicant then submitted a further response in light of the 
Advisory Action by filing an Amendment on February 20, 2004, as evidenced by the enclosed 
copy of the postcard receipt therefore. 

The Patent Term Adjustment History fails to recognize Item 19 - Applicant's December 
22, 2003 Amendment After Final Rejection - as meeting Applicant's 3-Month period to respond 
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for patent term adjustment purposes, but instead recognizes Item 25 - Applicant's February 20, 
2004 Amendment After Final Rejection - as meeting such. It is respectfully submitted that this 
failure is erroneous under the plain language of both 35 U.S.C. 1 54(b)(2)(C)(ii) and 37 C.F.R. § 
1.704(b), which state "an applicant should be deemed to have failed to engage in reasonable 
efforts to conclude processing or examination of an application for the cumulative total of any 
periods of time in excess of 3 months that are taken to respond to a notice from the Office 
making any rejection, objection, argument, or other request, measuring such 3 -month period 
from the date the notice was given or mailed to the applicant." Applicant respectfully submits 
that the filing of the December 22, 2003 Amendment as a response to the September 9, 2003 
Final Office Action satisfied Applicant's patent term adjustment obligation under 35 U.S.C. 
154(b)(C)(ii). 

Applicant further respectfully submits that when the PTO mailed the January 23, 2004 

Advisory Action, such notice from the Office constituted a "rejection, objection, argument, or 

other request" under 35 U.S.C. 1 54(b)(C)(ii), which is a separate subsequent notice under the 

statute. Applicant's response on February 20, 2004 was mailed within three months of the 35 

U.S.C. 154(b)(C) (ii) event and, therefore, should not count against Applicant's calculation of 

patent term adjustment. Based upon the foregoing, Applicant respectfully submits that 

Applicant's delay was only 6 days, not 66 days. 

D. The USPTO delayed by 229 days by failing to meet its 14-Months to First Notice 
Guarantee. 

The Patent Term Adjustment History correctly indicates the USPTO's delay of 229 days 
for failing to meet its 14-Months to first Notice guarantee under 35 U.S.C. 154(b)(l)(A)(i); 37 
C.F.R. § 1.702(a)(1), 1.703(a)(1). Applicant's filing date was June 18, 2001, as evidenced by the 
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enclosed copy of the postcard receipt therefore. The first notification by the USPTO was mailed 
on April 4, 2003. Therefore, there was a delay of 229 days by the USPTO. 

E. The USPTO delayed by 116 days by failing to meet its 3-Years to Issue Guarantee. 
The USPTO delayed 116 days by failing to meet its 3 -Year Pendency Guarantee under 35 
U.S.C. 154(b)(1)(B); 37 C.F.R. § 1.702(b), 1.703(b). Applicant's filing date was June 18, 2001, 
as evidenced by the enclosed copy of the postcard receipt therefore. The issuance date of the 
patent is anticipated to be October 12, 2004; thereby, resulting in a USPTO delay of 1 16 days. 



The USPTO's delays of 229 days and 116 days results in a total of 345 days of delay. 
However, in light of 69 Fed. Reg. 34283 (June 21, 2004), which clarifies what constitutes 
"overlap," Applicant elects the longer of the two delays (229 days) to be applied towards its 
patent term adjustment after being offset by Applicant's delays. Applicant's delays constitute 49 
days, 7 days, and 6 days for a total of 62 days. Therefore, Applicant respectfully requests a 
patent term adjustment of 167 days. 



I hereby certify that this document is being deposited with the United States Postal Service with sufficient postage as first class 
mail in an envelope addressed to: Mail Stop Issue Fee, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 



CONCLUSION 



Respectfully submitted, 




Scott G. Ulbrich 
Registration No. 48,005 



CERTIFICATE OF MAILING 



on 




Date of Deposit 




Scott G. Ulbrich 
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United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 

WASHINGTON, D,C. 20231 

www.uspto.gov 

I 



APPLICATION NUMBER 



FILING/RECEIPT DATE 



FIRST NAMED APPLICANT 



ATTORNEY DOCKET NUMBER 



09/884,450 



06/18/2001 



David L. Halbmaier 



2267.421US02 



24113 



CONFIRMATION NO. 1327 
nr^ri\ /r* nFORMALITIES LETTER 

« S s centcr ente ' SKMR * christensen >* ^ t,/b '-[nninniiiHiniiniiiii 

80 SOUTH 8TH STREET M\r m y 0 *ocoooooooo6422765* 

MINNEAPOLIS, MN 55402-2100 fV^V/^-f- * 

PATTERSON, THUENTE, SKAAri*- *sr\'£ , h f 
& CHRISTENSEN, P.A. 

Date Mailed: 08/14/2001 



NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION 

FILED UNDER 37 CFR 1.53(b) 



Filing Date Granted 



An application number and filing date have been accorded to this application. The item(s) indicated below, 
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all 
required items and pay any fees required below to avoid abandonment. Extensions of time may be obtained by 
filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a). 



• The statutory basic filing fee is missing. 

Applicant must submit $ 710 to complete the basic filing fee and/or file a small entity statement claiming 
such status (37 CFR 1.27). 

• Total additional claim fee(s) for this application is $152. 

■ $72 for 4 total claims over 20. 

■ $80 for 1 independent claims over 3 . 

• The oath or declaration is missing. 

A properly signed oath or declaration in compliance with 37 CFR 1.63, identifying the application by the 
above Application Number and Filing Date, is required. 
9 To avoid abandonment, a late filing fee or oath or declaration surcharge as set forth in 37 CFR 1 .16(e) of 
$130 for a non-small entity, must be submitted with the missing items identified in this letter. 

• The balance due by applicant is $ 992. 



The application is informal since it does not comply with the regulations for the reason(s) indicated below. 
The required item(s) identified below must be timely submitted to avoid abandonment: 



• Substitute drawings in compliance with 37 CFR 1.84 because: 



drawing sheets do not have the appropriate margin(s) (see 37 CFR 1.84(g)). Each 
sheet must include a top margin of at least 2.5 cm. (1 inch), a left side margin of at 
least 2.5 cm. (1 inch), a right side margin of at least 1 .5 cm. ( 5/8 inch), and a bottom 
margin of at least 1 .0 cm. (3/8 inch); 

Oath filing fee & surcharge due _iLlx^Al. 

Per 1 PKWlh extension t f " ' Q| ' 

i'^i: 2 month extension f ^ / fS jlQL 

Psr 3 month extension 



fV; 4th & FINAL extension J>*. 



The mail stamp of the Patent and Trademark Office o^JeOE|VP'/1 
acknowledges the filing on the date stamped of: ' 5l ^* t 

Missing Parts Transmittal; ^ $ 2002 

Copy of PTO Notice to File Missing Parts; HAT7BTCniu rui ,^ 
Executed Declaration; & ^ $*AAR 

Assignment Cover Sheet/Executed Assignment; ' S '^NSEN, P.A. 

Corrected Drawings - 23 sheets; 
Check for $1,066.00; and 
Postcard Receipt. 

JAN 0 2 2002 

Applicant: Halbmaier 
Appl ication No. : 09/884,450 \& 




File No.: 2267.421US02 x<r , 

Due Date: November 14, 2001 V*4n*tf* 
Initials: DJC/ma 

Mailed: November 14, 2001 via First Class Mail 
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